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For: 



Group Art 
Unit: 

Examiner: 
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REQUEST FOR RECONSIDERATION OF PETITION 
UNDER 37 CFR 1.47(a) 



Attn: Mr. Steven Brantley 
Office of Petitions 
Washington, D.C. 20231 

Sir: 

In response to Paper No. 6, "DECISION GRANTING 
PETITION," from the Office of Petitions mailed on August 15, 
2002, in the above matter, Applicants note at the outset 
with appreciation that the Petition under 37 C.F.R. § 
1.53(c) has been granted. This the is the only petition 
filed in above identified matter, i.e., U.S. Patent 
Application No. 10/039,311 (the present case). Having 
received a favorable outcome, no petition fee should have 
been charged* 

The Office has apparently, however, misconstrued 
part of Applicants' original filing papers, as constituting 
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a petition in t he present matter , even though such was 
clearly identified as relating to U.S. Patent Application 
No. 09/326,168 (the parent case). At no point did the 
office object to the Declaration in the present mater . No 
Notice to File Missing Parts was issued, and thus no reason 
existed for Applicants to have filed a petition under 37 
C.F.R. § 1.47(a) in the present matter. The petition under 
37 C.F.R. § 1.47(a) was filed in the parent case, a petition 
fee paid, and the case passed to substantive examination. 
The present case, being a continuation, should not require 
an additional Declaration, or Petition, and no such 
indication was ever made by the office. 

Nonetheless, the misconstruction of the Petition 
in the parent case as being a Petition in the present case, 
has somehow gi ven rise not only to a denial of the petition, 
but an indication that the present case would become 
abandoned if a response to the denial was not filed - this 
even though the a petition in the present case was 
unnece ssary, and no objection to the Declaration was ever 
made^ 

Applicants provide clarification regarding any 
petition filed with the United States Patent and Trademark 
Office under 37 C.F.R. § 1.47(a) and, accordingly, request 
withdrawal of said petition and reconsideration of any 
negative decision thereof. Additionally, Applicant requests 
a refund of the petition fee, in the amount of $130.00, paid 
under 37 C.F.R, § 1.47(a) in the present application. 

On October 2 6, 2001, the present non-provisional 
patent application was properly submitted to the United 
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States Patent and Trademark Office with the appropriate 
application- papers including an Invention and Secrecy 
Agreement (6 pages) and a petition for "Filing on Behalf of 
Nonsigning Inventor" (9 pages) . The proper submission of 
these items was confirmed with a return postcard received by 
Applicant on January 30, 2002, submitted herewith. 

The petition for "Filing on Behalf of a Nonsigning 
Inventor" was originally filed with the United Patent and 
Trademark Office on November 8, 1999 for application serial 
number 09/326,168, which is the parent of the present 
application. Accordingly , Applicants properly paid the 
petition fee of $130,00 under 37 CFR 1-17(1) for said 
petition filed at that time. 

A photocopy of said petition for "Filing on Behalf 
of a Nonsigning Inventor" was submitted with the present 
application merely as evidence that the petition was 
submitted and granted in the parent application. The 
photocopy of the petition in the present case was sent so 
that Joseph E. Dunn would be properly identified as an 
inventor in the present application- Since this issue was 
previously broached in the parent case, filing of any such 
petition in the present case was unnecessary. 

In response to the petition filed under 37 C.F.R. 
§ 1.47(a) in the parent case (serial number 09/326,168), a 
Corrected Filing Receipt and a Notice of Recordation of 
Assignment Document, copies of which are submitted herewith, 
were forwarded to our office properly naming Joseph E. Dunn 
as an inventor- 
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CONCLUSION 

In view of the foregoing, Applicant respectfully 
requests withdrawal of the petition under 37 C.F.R. § 
1.47(a) in the present application and any negative decision 
thereof, as well as a refund of petition fees paid for 
consideration of said petition in the present application. 
Additionally, Applicant respectfully requests that the 
Petitions Attorney forward the present application to the 
Examining Corp as the petition under 37 C.F.R. § 1.53(e) was 
decided favorably with respect to the present application, 
thus the present application should be ready for examination 
(the issue decided under 37 C.F.R. § 1.53(e) being the only 
basis made by the office for any objection to the present 
application as filed) . 

Should there remain any outstanding issues it is 
respectfully requested that the office telephone the 
undersigned at (858) 587-7644 so that such issues may be 
resolved as expeditiously as possible. 

ResprfctfulJ/y submitted, 



TKomas F. Lebens 

/eg. No. 38,221 

Dated: October 15, 2002 
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Enclosures: Copy of Return Postcard 

Copy of Corrected Filing Receipt for serial 

number 09/326,168 
Copy of Notice of Recordation of Assignment 
Document for serial number 09/326,168 



Address, all correspondence to: 
Thomas F. Lebens 
FITCH, EVEN, TAB IN & FLANNERY 
120 South LaSalle Street, Ste. 1600 
Chicago, IL 60603 
(858) 587-7644 
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FEBRUARY 15. 2000 

PTAS 

FITCH, EVEN, TABIN 6 FLANNERY 
THOMAS F. LEBENS 

SUITE 1600-120 S. LA SALLE STREET 
CHICAGO, IL 60603 



UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AMD COMMISSIONER 
CF PATENTS AMD TRADEMARKS 
Washington, O.C. 2CC31 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ^SIGNMEOT J™ 0F 

THB nn^^ TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 

A^l^E AT^^sSTsEARCH ROOM ON THE REEL AND FRAME NUMBER 
REFERENCED BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS^ NOTICE- THE 
SfORMATION CONTAINED ON THIS RECORDATION NOTICE ^^ECTS Tffi DATA 
WENT IN THE PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF ^SHOULD 
FIND ANY ERRORS OR HAVE QUESTIONS CONCERNING THIS NOTICE YOU MAY 
CONTACT THE EMPLOYEE WHOSE NAME APPEARS ON THIS NOTICE ! AT JJJ^JJ-J^* 
^ASE SEND REQUEST FOR CORRECTION TO: U.S. ^^^^^f^^ 
ASSIGNMENT DIVISION, BOX ASSIGNMENTS, CG-4, 1213 JEFFERSON DAVIS HWY, 
SUITE 320, WASHINGTON, D.C. 20231. 
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REEL/FRAME: 010379/0387 
NUMBER OF PAGES: 7 



RECORDATION DATE: 11/12/1999 
BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST <SEE DOCUMENT FOR DETAILS] . 

DOC DATE: 08/20/1984 



ASSIGNOR: 

DUNN, JOSEPH 



ASSIGNEE: 

MAXWELL LABORATORIES, INC. 

6888 BALBOA AVENUE 

SAN DIEGO, CALIFORNIA 92123 

SERIAL NUMBER: 09326168 
PATENT NUMBER: 



FILING DATE: 06/04/1999 
ISSUE DATE: 



MAYA BENNETT, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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CORRECTED FILING RECEIPT 
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UNITED STATES DEPARTMENT OF 
COMMERCE 

Patent and Trademark Office 
Mfcwi: assetamt secretary and 

COMMISSIONER OF PATENT AND TTIADEM&RKS 
VtfKtdngion, D,C» 20231 



APPLICATION NUMBER I FILING DATE 



GRPART 
UNIT 



09/3Z6.1S8 



06/04/1999 2881 
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FITCH EVEN TABIN & FLANNERY 

120 SOUTH LASALLE STREET SUITE 1600 

CHICAGO.IL 60603- 
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Date Mailed 03/16/2000 



•~ ™m£ a ,Bd9ed 5 ,f «h» Wipw«Won«l Patent Application. It will be consider In Its order and you will 
ISamI t0 «c eMminaSon - Be sure to provide the U.S. APPLICATION NUMBER, FILING 
^£2£SF a H d ^ OF INV ENTION When inquiring about this application. Feet 

^remitted by check or draft are subject to collection. Please verify the accuracy of the data presented on this 
^SZ'LSSr *" nnn jL Rac * i » ,t ' P [eas « wfta to the Office of Initial Patent Summation's 

you received a Notice to File Missing Parts' for this application, please submit any corrections to this 
Ffling Receipt with your reply to the Notice. When the PTO processes the reply to the Notice, the PTO 
will generate another Filing Receipt incorporating the requested corrections (if appropriate). 



Applicants) 



REGINALD WAYNE CLARK. DEL MAR. CA ; 
JAMES C. LIERMAN. SAN DIEGO. CA ; 
DONALD LANDER. LA JOLLA, CA ; 
JOSEPH E. DUNN. VISTA. CA ; 



^S^APPUCATION A CIPJ5FJBWM6.102 05/01/1 897 PAT 5.92S.8B5 55 



Continuing Data as Claimed by Applicant 

THIS APPLICATION IS A CIP _. . _ „ 

WHICH IS A CIP OF 08/851,275 05/22/1996 PAT 5.786,598 

Foreign Applications 

If Required, Foreign Filing License Granted 07/06/1999 
Title 

PARAMETRIC CONTROL IN PULSED LIGHT STERILIZATION 

Preliminary Class . 

250 

Data entry by : DUCKETT, GOIGA Team:OIPE Date: 03/16/2000 
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LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 



GRANTED 



The app&eant has been granted a license under 35 U.S.C, 184, if the phrase "IF REQUIRED, FOREIGN RUNG 
LICENSE GRANTED* followed by a date appears on this form. Such licenses are issued in all applications 
where the conditions for Issuance of a license have been met regardless of whether or not a license may be 
required as set forth In 37 CRF 5.15. The scope and limitations of this license are set forth In 37 CFR 5.15(a) 
unless an earlier ficense has been issued under 37 CFR 5.15(b). The license is subject to revocation upon 
written notification. The date Indicated Is the effective date of the license, unless an earlier license of similar 
scope has been granted under 37 CFR S/13 or 5.14. 

This license Is to be retained by the licensee and may be used at any time on or after the effecfive dale thereof 
unless It Is revoked. This license is automatically transferred to any related applications^) filed under 36 CFR 
1 .53(d). This Gcense ts not retroactive. 

The grant of a license does not In any way lossen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national socurity or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agendas, particularly the Office of Defense Trade Controls, 
Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); tho Office of 
Export Administration, Department of Commerce (15 CFR 370.10 0)); the Office of Foreign Assets Control, 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C, 1 84 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING 
LICENSE GRANTED' DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 
5.12, if a license m desired before the expiration of 6 months from the filing date of the application. If 6 months 
has lapsed from the filing date of this application and the licensee has not received any indication of a secrecy 
older under 35 U.S.C. 181. the licensee may foreign file the application pursuant to 37 CFR 5*1 5(b). 

PLEASE NOTE the following information about the Filing Receipt 

• The articles such as "a,* "an" and "the - are not Included as the first words m the tide of an application. 
They are considered to be unnecessary to the understanding of the (file* 

• The words 'new,* "improved, 11 "improvements In" or "relating to" are not included as first words In the 
title of an eppficafion because a patent application, by nature, is a new idea or improvement 

• The title may be truncated If It consists of more than 600 characters (letters and spaces combined). 
- The docket number allows a maximum of 25 characters. 

• If your application was submitted under 37 CFR 1.10, your fifing date should be the -date in" found on the 
Express Mail label. If there is a discrepancy, you should submil a request for a corrected Ring Receipt 
along with a copy of the Express Mail label showing the "date in." 

Any corrections that may need to be done to your Filing Receipt should be directed to: 



Assistant Commissioner for Patents 
Office of Initial Patent Examination 
Customer Service Center 
Washington, DC 20231 
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